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DECI SI ON AND ORDER

RONALD R LAGUEUX, Chief Judge.

Good things may conme in snmall blue boxes, but whence they
come is the question. This matter is before the Court on cross
notions for summary judgnment pursuant to Fed. R Cv. P. 56 and
Local Rule 12.1. Plaintiff Central Tools, Inc. ("Central Tools")
al l eges that the defendants, Products Engi neering Corp.
("Products Engineering") and Fred V. Fower Co., Inc. ("Fower"),
infringed on its trade dress in violation of 8 43(a) of the
Lanham Act, as anended, 15 U . S.C. § 1125(a) (1996), and New York
state law. Central Tools also brings a claim-- belatedly
wi thdrawn -- alleging conspiracy in restraint of trade, in
violation of 8 1 of the Sherman Act, as anmended, 15 U.S.C. § 1
(1990). Products Engineering and Fow er respond that Central

Tool s' trade dress does not nerit protection under the Lanham



Act, and even if it does, Central Tools has failed to show
sufficient |likelihood of confusion to inpose liability on the
defendants. |In addition, the defendants nove to strike portions
of the affidavits and materials that Central Tools has submtted
to the Court in support of its cross notion.

For the follow ng reasons, the Court grants defendants
nmotion for summary judgnment and denies plaintiff's cross notion.
For additional reasons expl ained bel ow, the Court does not reach
the notion to strike.
| . Background Facts

The sal es area contested by Central Tools, Products
Engi neering, and Fow er is the autonotive afternmarket -- those
who service and repair cars. Central Tools, a Rhode Island
conpany, mekes and distributes a broad array of precision
measuring tools that are specifically designed to test and gauge
autonotive parts. The thrust of Central Tools' sales and
mar keting efforts is towards the autonotive industry; the firm
sells its products to catal og houses, retail outlets, and other
di stri butors.

Def endant Products Engi neering, a California corporation,
bui | ds an abundance of gages and instrunments and then sells them
to distributors in many different nmarkets. Fower, a
Massachusetts-based distributor, buys its wares from Products
Engi neering, |abels themw th the Fow er nanme, and sells to other

di stributors, who then sell to end-users and tertiary



distributors in the autonotive or industrial fields. (Sonme of
Fow er's custoners sell to both.) Historically, the principal
di fference between Fow er and Central Tools has been Fow er's
Wil lingness to service many industries, while Central Tools has
hewn to cars.

The trade dress that Central Tools seeks to defend cl oaks a
famly of instruments known generically as dial indicator sets,
whi ch Central Tools, Products Engi neering, and Fow er nake and/or
distribute. A dial indicator set conprises a nmeasuring tool in
the formof a dial, with gradations around the edges and a needl e
to indicate the reading, and a collection of attachnments used to
nmount the dial on a stable surface (in this case, a car part).
There is nothing distinctive or original about a dial indicator
set per se; the parties concede that dial indicators are a common
product, with uses that extend far beyond the autonotive real m

However, Central Tools contends that the way it packages and
presents its dial indicator sets is sufficiently distinctive to
serve as a beacon of the sets' origin. Starting in the early
1980s, Central Tools began to box its dial indicator sets in a
uniform consistent manner. |Its first effort in that direction
had conme in 1972, when it began using a red, plastic-covered
trapezoi dal nmagnet as a base for sone of its dial indicators.
Nevert hel ess, throughout the 1970s, Central Tools packaged its
products in cardboard boxes, red "jewel ers" boxes, and in bl ack

pl astic cases, w thout rhyme or reason. Then, in 1982 or 1983,



Central Tools began to sell its dial indicator sets in blue,
bl ow nol ded pl astic cases with black | atches and specially nol ded
interiors. Central Tools describes its trade dress as foll ows:

8. This packagi ng consists of a bl ow nol ded, textured
bl ue plastic case, with a bl ack buckl e-shaped | at ch.
The case is specifically designed to hold the D al

| ndi cator Set conponents in formfitted slots.

9. For CENTRAL Mbdel Nos. 6405, 6406, 6407, 6410 and
6411, all of which are Dial Indicator Sets with
magneti ¢ bases, CENTRAL uses red plastic to encase the
magneti ¢ base.

10. For CENTRAL Mbdel Nos. 6450, 6451, 6454, and 6455,

all of which are Dial Indicator Sets with Fl ex-Arns,

the Flex-Arm |l ocking | ever is protected by a red

pl astic cover and the nounting block on the | ocking

pliers is black.

11. The colors blue for the Dial Indicator Set form

fitted cases, black for the buckl e-shaped |atch and the

Fl ex- Arm nounting bl ock, and red for the magnetic base

covers and Fl ex-Arm | ocking | ever covers were chosen

arbitrarily, to distinguish CENTRAL's product fromits
conpetitors. These colors are not functional in any

way .

Compl aint at 2-3 (enphasis in original).

The bl ue plastic cases used by Central are flat and hi nged
on the side opposite the black latch. Inside, the conponents of
the dial indicator set lie snugly in the formfitted slots; the
sl ots cushion and hold the parts during shipnment. Declaration of
Al ec B. Dawson, Exh. 7. In addition, an enpty slot rem nds the
purchaser that part of the set has gone astray. On certain
nodel s, the red plastic cover on the trapezoidal magnet protects
it and prevents it frombeing attracted to the other netal parts.

The | anguage of Central Tools' Conplaint masks the fact



that, disassenbled, the conponents of the dial indicator sets can
hardly be called distinctive. Hundreds of conpanies in the tool

i ndustry sell their products in hard plastic cases, many with the
sane black |latches. Affidavit of Mchael Ml holland at 2. (The
configuration of the formfitted interiors, however, is specific
to Central Tools.) On nodel 6450, the disc-rotor/ball-joint

gage, the "locking pliers"” are actually trademarked Vise Gip
pliers; the Flex-Armis made by Fl exbar Machi ne Corp., which only
uses red plastic on its locking levers. Declaration of Al ex B.
Dawson, Exh. 5; Affidavit of Fred V. Fower at  26.

In addition to its trade dress, Central Tools uses its
trademarked | ogo "extensively” on its dial indicator sets, to
tell consuners that they are, indeed, purchasing a Central Tools
product. Deposition of Al ec B. Dawson (10/26/94) at 42. The
sets are shipped with a white cardboard cover that has a Centra
Tools sticker on it. Deposition of Alec B. Dawson (11/28/94) at
121-122. Anot her | abel, with the Central Tools |ogo, goes
directly on the plastic case. 1d. at 117-118. And inside, the
|l ogo is stanped on the face of the dial, Declaration of Alec B
Dawson, Exh. 7, the one place the purchaser is guaranteed to
| ook.

During the 1980s, Central Tools was the dom nant
manuf acturer and distributor in the autonotive aftermarket. The
conpany states that, as of 1987, it controlled 80 percent of the

mar ket, and Fow er had 3 percent. Deposition of Al ec B. Dawson



(11/30/94) at 156. By 1992, after Fower's increased efforts in
the market, Central Tools' share had slipped to "a little bigger
t han" 53 percent, perhaps "as nuch as 70 percent,” and Fow er's
share had risen to "[b]etween 15 and 20" percent. 1d. During
this period, dial indicator sets represented "between 40 and 50
percent” of Central Tools' sales. 1d. at 157.

Def endants and Central Tools contest the date on which
Fow er began using blue, blow nol ded plastic packaging for its
own dial indicator sets. Fow er argues that it was the first to
use bl ue, bl ow nol ded packagi ng, while Central maintains that
Fow er's trade dress did not mmc its owm until the |late 1980s.
It is clear that since 1958, blue has been the Fow er conpany
color; for twenty-five years, nost Fow er products have travel ed
in sone formof blue box -- be it cardboard, a plastic sleeve, or
a carrying case. As for dial indicator sets, Fow er presents
evi dence that, since the 1960s, it has distributed a set nmade by
Verdi ct Gage which is packaged in a blue, blow nolded box with a
bl ack foamliner. Affidavit of Fred v. Fower, Exh. C. In the
| ate 1970s, Fowl er began selling a set manufactured by Chicago
Dial Indicator ("CDI"). The CDI set conprises a black-rinmed
dial with black attachnments and C-clanp, nestled in a blue, blow
nol ded plastic case with a black latch. Affidavit of Fred V.
Fowl er, Exh. D. According to Fow er, its purveyance of the CD
set nmakes it the senior user of Central Tools' clainmed trade

dress and Central Tools the junior.



Ent er Snap-on Tools ("Snap-on"), one of the country's
| argest distributors of tools for the autonotive repair
business.® Until approximately 1988, Snap-on bought nost of its
di al indicator sets, which bore the Snap-on brand, from Central
Tools. At that point, Snap-on asked Fowl er to beconme its new
supplier, specifying that the dial indicator sets had to bear the
Snap-on nane, be packaged in red, blow nolded plastic cases, and,
if the set included a nagnet, the magnet had to be covered in red
plastic. Affidavit of Fred V. Fower at Y 20-22 & Exh. E
Fowl er agreed, and did two things: First, it arranged for
Products Engi neering to nmanufacture the red Snap-on sets, and
second, it asked Products Engineering to build simlar sets for
Fow er to sell to its other custonmers. Affidavit of Fred V.
Fow er at § 23.

Central Tools' clains against Products Engi neering and
Fowl er arise out of these second sets, which are cognates -- near
twins -- of Central Tools' own sets. Fow er instructed Products
Engi neering to package the cognate sets in blue, blow nolded
pl astic cases; to save noney, the magnets woul d be covered in the
sanme Snap-on red plastic that Products Engi neering was already

using. Affidavit of Fred V. Fower at T 24. Products

! Fow er mmintains that throughout the 1980s, Snap-on
di stributed Fow er's dial indicator sets in blue, blow nolded
pl astic cases. Affidavit of Fred V. Fower at § 20. However,
Fowl er concedes that the only Fow er product featured by Snap-on
inits catalogs was a set packaged in a wooden box, id., and the
Court has no idea what the other sets m ght have | ooked I|ike.
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Engi neeri ng and Fow er began production of the Snap-on dial

i ndi cator sets, and their bl ue-packaged cousins, in 1988 or 1989.
Def endants have continued to manufacture and distribute the sets
to this day.

Central Tools has put forth evidence suggesting that, when
Products Engi neering set out to design the cognate sets, it
copied Central Tools' products. For exanple, Products
Engi neering printed an instructional panphlet for its 1" range
dial indicator set that clearly borrows froma panphl et Centra
Tools wote for its nodel 6410 set. Declaration of Alec B
Dawson, Exh. 12 & 13. Both contain the sane typographical error
("val ue guide wear" instead of "valve guide wear") and apply five
i dentical part nunbers to conponent elenments of the set. [1d.

Products Engi neering and Fow er do not question the
simlarities between the instructional panphlets, but counter
wi th evidence that purchasers of Fowl er dial indicator sets are
not likely to be confused as to their origin. First, defendants
poi nt out that, of the nine nodels listed in the Conplaint,
Products Engi neering and Fow er make and sell cognates of only
three -- nodels 6405, 6410, and 6450. Mem in Support of Defs.
Motion for Sunmary Judgnent at 6 n.5. Central Tools offers
nothing in rebuttal. Second, each Fow er set bears a |arge,
noti ceable Fow er logo on the top of its blue plastic case; the
Fow er nane is also printed on the face of the dial. Affidavit

of Fred V. Fower at Y 17, 27 & Exh. G



On February 28, 1994, Central Tools brought suit against
Products Engineering and Fower in the United States District
Court for the Eastern District of New York. Count | of the
Conpl aint alleged that the defendants violated §8 43(a) of the
Lanham Act, 15 U.S.C. 8§ 1125(a), by infringing on Central Tools'
trade dress and creating a fal se designation of origin. Count Il
asserted that the defendants' actions, by depriving Central Tools
of sales, injuring its reputation, and passing off their dial
i ndi cator sets as Central Tools', violated the plaintiff's rights
"under the common | aw and statutory |aw of the State of New
York."™ Count II1 sought injunctive relief under N. Y. Gen. Bus.
Law 8§ 368-d; Count 1V prayed for injunctive relief under N.Y.

Gen. Bus. Law 8 349, on the grounds that the "[d]efendants are
engagi ng in deceptive trade practices or acts[.]" Count V set
forth a now abandoned cl ai munder 8 1 of the Sherman Act, 15
US C81 On July 18, 1994, the case was transferred to this
Court. Eleven nonths later, on June 12, 1995, Products

Engi neeri ng and Fow er noved for summary judgnment on all clains;
Central Tools filed its cross notion on June 23, 1995.

Wiile the parties in this matter | eave no rock unthrown, the
cross-notions before the Court can be reduced to three issues.
First, Product Engineering and Fow er question the scope and
definition of Central Tools' trade dress. Specifically,
def endants contend that Central Tools should not be allowed to

i nclude Central nodel nunmber 6462, a cylinder bore gage, in the



group of instrunments covered by the Conplaint. Mbdel 6462 is an
instrunment that is lowered into a piston cylinder to check for
wear -- it has an oddly shaped foot with contact extensions, a

bl ack eight inch body, and a small dial for a head. Declaration
of Alec B. Dawson, Exh. 5. It is packaged, like the dial

i ndi cator sets, in a blue, blow nolded plastic case. 1d. at Exh.
10. Products Engineering and Fow er admt that they used a copy
of the nodel 6462 when they manufactured their own cylinder bore
gage, Deposition of Martin Luboviski (4/5/95) at 296-297, but
argue that their version is sold in a blue cardboard box with a
bl ack foaminsert. Declaration of Al ec B. Dawson, Exh. 23

(phot ograph of defendants' cylinder bore gage). Therefore, there
is no issue of trade dress infringenment posed by nodel 6462, and
it nust be excluded fromthis matter.

Central Tools, in turn, argues that its trade dress extends
to the shape of nodel 6462. 1n 1994, Central Tools applied to
register its cylinder bore gage (and the red trapezoi dal base
used in its dial indicator sets) with the United States Patent
and Trademark O fice ("USPTO'). Declaration of Al ec B. Dawson,
Exh. 17 & 18. It has submitted materials fromthat office, and
evi dence that distributors m stakenly returned cylinder bore
gages made by defendants to Central Tools, as part of the
docunentary materials underpinning its cross notion.

The second and third issues raised in this matter are far

nore pedestrian: whether Central Tools' trade dress nerits
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protection under the Lanham Act, and, if so, whether Central
Tool s has denonstrated a sufficient |ikelihood of confusion to
i npose liability on defendants.

Not content to let the notion for summary judgnent run its
course, on August 9, 1995, Products Engineering and Central Tools
filed a notion to strike portions of the Declaration of Alec B
Dawson that concerned, anong other things, the nodel 6462
cylinder bore gage and the USPTO proceedi ngs. Defendants al so
nove to strike specific paragraphs of the Declaration of Jack
Manal I'i and the Declaration of WlliamE Geen, IlIl -- both of
whom have eerily identical statements to offer. Declaration of
Robert B. CGol den, Exh. 9 & 10 (presenting the Manalli and G een
decl arations as attachnents).

After hearing oral argument on the cross notions for summary
j udgnment and the notion to strike, the Court took this matter
under advi senent. The notions are now in order for decision.
I'l. Standard for Decision

Rul e 56(c) of the Federal Rules of Civil Procedure sets
forth the standard for ruling on notions for summary judgnent:

The judgnent sought shall be rendered forthwith if the

pl eadi ngs, depositions, answers to interrogatories, and

adm ssions on file, together with the affidavits, if

any, show that there is no genuine issue as to any

material fact and that the noving party is entitled to

a judgnment as a matter of |aw

The Court will view all facts and related inferences in the |ight

nost favorable to the nonnoving party. Continental Casualty Co.

v. Canadian Universal Ins. Co., 924 F.2d 370, 373 (1st Gr

11



1991). Thus, where there are cross notions, "each party's notion
for summary judgnment nust be addressed by exam ning the facts and

inferences in favor of the other party.” Berger v. R 1. Bd. of

Governors for Hi gher Educ., 832 F. Supp. 515, 517 (D.R 1. 1993).

I11. Analysis
A. Count |: The Lanham Act C ai m
1. The Lanham Act

Congress passed the Lanham Act in order to nmake "actionabl e
t he deceptive and m sl eadi ng use of marks" and "to protect
persons engaged in . . . conmerce agai nst unfair conpetition[.]"
15 U.S.C. 8§ 1127 (1996). Section 43(a) of the Lanham Act, 15
U S C 8 1125(a), addresses the evil of m sappropriation of trade
dress, the age-old ruse by which one nerchant passes off his
wares as those of another, tricking the latter's custonmers into

buying fromhim? For Central Tools' trade dress to be protected

2 Section 43(a) states in relevant part:

Fal se designations of origin, false descriptions, and
di lution forbidden

(a) Gvil action; any person

(1) Any person who, on or in connection with any goods or
services, or any container for goods, uses in comerce any word,
term nane, synbol, or device, or any conbination thereof, or any
fal se designation of origin. . . which --

(A) is likely to cause confusion, or to cause m stake, or to
deceive as to the affiliation, connection, or association of such
person with another person, or as to the origin, sponsorship, or
approval of his or her goods, services, or comercial activities
by anot her person][, ]

* *
civil action by any person who believes
kely to be damaged by such act.
1996) .

shall be liable in a
that he or she is or is |
15 U.S.C. 81125(a)(1) (A (

12



by 8§ 43(a), it nust be "distinctive" -- it nmust "identify and
di stinguish [the conpany's] goods . . . fromthose manufactured
or sold by others and . . . indicate the source of the goods,
even if that source is unknown.”™ 15 U . S.C. § 1127 (1996).
Furthernore, the question of distinctiveness is but the first

el enent of Lanham Act analysis. |In Two Pesos, Inc. v. Taco

Cabana, Inc., 505 U S. 763, 112 S .. 2753, 120 L.Ed.2d 615

(1992), the Suprene Court stated:

The general rule regarding distinctiveness is clear: an

identifying mark is distinctive and capabl e of being

protected if it either (1) is inherently distinctive or

(2) has acquired distinctiveness through secondary

meaning. It is also clear that eligibility for

protection under 8§ 43(a) depends on non-functionality.

It is, of course, also undisputed that liability under

8§ 43(a) requires proof of the |ikelihood of confusion.

Id. at 2758 (citations omtted) (enphasis in original).

To establish a violation of the Lanham Act § 43(a), Central
Tool s nust prove, first, that the trade dress of its dial
indicator sets is either inherently distinctive or has acquired
secondary neaning. Then, the Court will consider whether Central

Tools' trade dress is non-functional.® Last, Central Tools nust

® Central Tools and defendants have argued strenuously over
whi ch party bears the burden of persuasion on the question of
functionality -- there is a circuit split on the issue.
However, the First Circuit recently wote: "W find it
unnecessary to decide at this juncture whether functionality is
an element of the plaintiff's claimor an affirnmative defense to
be raised by the defendant. |In either event, we think it is a
factor that the district court should consider[.]" TEC
Engi neering Corp. v. Budget Ml ders Supply, Inc., 82 F.3d 542,
546 n. 3 (1st Cir. 1996) (citations omtted). Hence, the Court
wi |l consider the evidence put forth by both parties evenly,
wi thout either side bearing the burden, or enjoying the benefit,

13



prove that prospective consuners of its dial indicator sets are
likely to be confused as to the origin of the Products

Engi neering and Fow er sets, believing themto be Central Tools'
products.

2. Scope and Definition of Central Tools' Trade Dress

Central Tools' trade dress is the overall appearance and
presentation of its dial indicator sets. "Trade dress is the
totality of elenents in which a product or service is packaged or
presented. These elenents conbine to create the whol e visual
i mge presented to custonmers and are capabl e of acquiring
exclusive legal rights as a type of identifying synbol of

origin." 1 J. Thomas McCarthy, MCarthy on Tradenmarks and Unfair

Conpetition 8§ 8.01[1][a] (3d ed. 1996); see also L.A Gear, Inc.

v. Thom McAn Shoe Co., 988 F.2d 1117, 1129 (Fed. Cr. 1993),

cert. denied, 510 U.S. 908 (Cct. 4, 1993)("Trade dress is thus

viewed as the overall conbination and arrangenent of design
el enents into the total inage by which the product is perceived
by the consum ng public."). Such general statenents, however,
conceal the Court's duty to define Central Tools' trade dress
carefully, in order to avoid an overly broad application of the
Lanham Act and t he danger of uncertainty anong Central Tools'
present and future conpetitors. As one conmentator has noted:
[1]t will not do to solely identify in litigation such

a totality as "the trade dress.”™ Rather, the discrete
el enents which make up that totality should be

of any presunptions.

14



separated out and identified in a list. Only then can
the court and the parties coherently define exactly
what the trade dress consists of and determ ne whet her
that trade dress is valid and if what the accused is
doing is an infringenent.

1 McCarthy on Trademarks § 8.01[1][c].

Products Engi neering and Fow er argue, correctly, that
Central Tools has been chary about defining the exact scope of
its trade dress, above and beyond the elenents listed in the
Complaint. |In fact, Central Tools has designed its argunents to
cast its trade dress over every dial indicator set it makes,

i ncl udi ng nodel 6462, the cylinder bore gage. Central Tools
states that "[t]he size, shape, color and | ayout of the conponent
pi eces of the [dial indicator sets] also contribute to the
overall inpression” created by the color and type of packagi ng,
Mem in Support of Pl. Cross Mdtion for Summary Judgnent at 9,
whi ch neans that whatever Central Tools chooses to put in a blue
pl asti c box becones part of its trade dress.

The Court cannot, and will not, conduct its Lanham Act
inquiry on the basis of speculative trade dress. The Court w |
[imt itself to the trade dress, and nodel nunbers, described in
19 8-11 of the Conplaint. Mre specifically, the Court defines
Central Tools' dial indicator trade dress as the overal
i npression created by the packaging and presentati on of nodels
6405, 6410, and 6450. It is undisputed that defendants do not
make cognates of the other six nodels. For nodels 6405 and 6410,

the el enments of the trade dress are the blue bl ow nol ded plastic

15



case, the black latch, the formfitted interior and | ayout, and
the red plastic-covered trapezoi dal magnet. For nodel 6450, the
el ements are the box, the latch, the nolded interior, the red

pl astic cover on the Flex-Armlocking | ever and the bl ack
nmounti ng bl ock on the Vise Gi ps.

Limting the scope of Central Tools' trade dress in this
manner permts swift resolution of a nunber of issues. First,

t he nodel 6462 cylinder bore gage is deenmed outside the
perimeters of this action.® Al evidence subnmitted by Central
Tool s that pertains exclusively to nodel 6462 is disregarded --
i ncl udi ng evidence of copying and the USPTO file. In turn, the
Court does not need to reach those el enents of the defendants
notion to strike that concern the cylinder bore gage.

Second, by defining Central Tools' trade dress as the
overall inpression rendered by the specific grouping of elenents
constituting nodels 6405, 6410, and 6450, the Court can settle
the disputed issue of first use. "The right to trademark and
service mark rights is based on prior use, or the one who first
uses the marks in connection with a peculiar line of business.”

Vol kswagenwer k Akti engesel | schaft v. \Weeler, 814 F.2d 812, 815

(1st Cir. 1987). Fow er has presented evidence that it has

* The Court notes that, even if the nodel 6462 cylinder bore
gage were to be included in the definition of Central Tools'
trade dress, the defendants' 6462 clone is packaged in a blue
cardboard box with a black foaminsert. Wthout ruling on the
matter, the Court opines that Central Tools would have a
difficult time proving a violation of 8§ 43(a) when the
def endant s’ packaging is so denonstrably different.

16



distributed the Verdict Gage in a blue-plastic box since the
1960s, and that it began distributing the CDI set in the 1970s.
But the Verdict Gage and the CDI set are irrelevant to the
guestion of when defendants' adopted Central Tools' trade dress
with regards to nodel s 6405, 6410, and 6450.°> The Court need
only consi der when defendants began produci ng cognates of those
three nodels. Central Tools' dial indicator sets slipped into
their uniform packaging in 1982, at the earliest. Defendants
began maki ng and distributing their nodel 6405, 6410, and 6450
cognhates at the behest of Snhap-on Tools in 1988. (Defendants
use of Central Tools' nodel 6410 instructional panphlet is
addi ti onal evidence of the order of use.) Therefore, giving al
parties the benefit of the earliest dates, Central Tools was the
first user of its trade dress, in 1982, and defendants foll owed
six years later.®

3. The Distinctiveness and Functionality of Central Tools' Trade
Dr ess

To be worthy of protection under 8 43(a) of the Lanham Act,
Central Tools' trade dress nust be sufficiently distinctive to

serve as an indicator of the product's origin. |In Boston Beer

Co. v. Slesar Bros. Brewing Co. Inc., 9 F.3d 175 (1st Cr. 1993),

®> As is any evidence Fow er might produce regardi ng Snap-
on's earlier sale of Fowl er sets in blue boxes.

® The defendants also plead the affirmative defense of
| aches. As the Court does not find defendants liable in this
matter, see part IIl1.A 4.f, infra, consideration of affirmative
def enses i s unnecessary.
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the First Crcuit stated:

A court's inquiry into whether a termnerits trademark
protection starts with the classification of that term
al ong the spectrum of "distinctiveness.” At one end of
the spectrumthere are generic terns that have passed
into conmon usage to identify a product, such as
aspirin, and can never be protected. 1In the mddle
there are so-called descriptive ternms, such as a
geographical term which can be protected, but only if
it has acquired "secondary neani ng" by which consuners
associate it with a particular producer or source. At
the other end of the spectrum there are suggestive,
arbitrary and fanciful terns that can be protected

wi t hout proof of secondary neaning. These terns are
considered "inherently distinctive."

Id. at 180 (citing Two Pesos, 505 U.S. at 767) (additional
citations omtted).

The Court disagrees with Central Tools' contention that
its trade dress is inherently distinctive, and thus automatically
protectible. Courts have grappled with the issue of inherent
di stinctiveness by referring to the factors enunerated in

Seabr ook Foods, Inc. v. Bar-Wll Foods, Ltd., 568 F.2d 1342, 1344

(C.C.P.A 1977):

[Whether [the trade dress is] a "common" basic shape
or design, whether it [is] unique or unusual in a
particular field, whether it [is] a nere refinenent of
a comonl y- adopted and wel | - known form of ornanmentation
for a particular class of goods viewed by the public as
a dress or ornanentation for the goods, or whether it
[is] capable of creating a comrercial inpression

di stinct fromthe acconpanyi ng words.

Id. at 1344 (quoted in Jaret International, Inc. v. Pronotion In

Motion, Inc., 826 F.Supp. 69, 75 (E.D.N. Y. 1993)). Central

Tool s' trade dress is incapable of conveying an i medi ate

knowl edge of its originto the viewer; rather, it is a refinenent
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of a common type of packaging. Hundreds of tool conpanies put
their products in bl ow nol ded plastic boxes, and Snap-on and CD
join the parties to this matter in using formfitted interiors.
Wth the possible exception of the red trapezoi dal magnet

i ncluded in the nodel 6405 and 6410 sets,’ each el ement of

Central Tools' trade dress is unremarkable. Dial indicators find
uses in many industries, and the Flex-Arns and Vise Gips are
made by ot her conpanies and thus cannot point to Central Tools as
t he manufacturer of origin. Therefore, the Court does not find
Central Tools' trade dress to be inherently distinctive.

However, the Court finds that Central Tools' trade dress is
descriptive (for lack of a better term. The elenents of Centra
Tool s' nodel s 6405, 6410, or 6450 are arranged in a way that
automati cally conveys know edge of their nature and purpose. The

purchaser inmedi ately sees the face of the dial, the attachnments

" Central Tools has subnitted its USPTO application for the
red trapezoi dal magnet as Declaration of Al ec B. Dawson, Exh. 17.
Central Tools argues that the USPTO s prelimnary finding of
di stinctiveness for the magnet automatically translates into a
finding of inherent distinctiveness for its entire trade dress.
Products Engi neering and Fow er respond by noving to strike the
entire USPTO file, on a variety of evidentiary grounds.

The Court disagrees with Central Tools' argunent that a
distinctive part equals a distinctive whole. The Court's inquiry
into distinctiveness requires that the el enents of Central Tool s’
trade dress be eval uated together, whatever their individual
aspects may be. Thus, the Court will consider the shape and
col or of the trapezoidal nagnet only insofar as they add, or
detract, fromthe overall inpression conveyed by Central Tool s’
packaging. It is the relationship between the elenents that is
of interest to the Court. Therefore, the distinctiveness of the
trapezoi dal nmagnet alone is irrelevant; the USPTO fil e has been
di sregarded. The Court does not reach the notion to strike.
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and magnet or Vise Gip pliers; the formfitted interior tells

t he purchaser which parts belong with the set and which are
mssing. At the sane tinme, the layout of the parts, the shape of
t he magnet and the array of blue, black, and red colors give each
set a certain | ook, a sense of design and intentionality that
transcends the sinple presentation of parts. On the sliding
scal e between generic and fanciful, Central Tools' trade dress
clearly lies in the mddle, where ornanentation is subtle but
effective, an individualization of the conmon.

Next, the Court finds that Central Tools' trade dress has
acquired distinctiveness or secondary neaning. The First Circuit
has defi ned secondary neaning as "a word's, or a sign's, ability
totell the public that the word or sign serves a speci al
trademark function, nanely, that it denotes a product or service

that comes froma particular source.” DeCosta v. Viacom

International, Inc., 981 F.2d 602, 606 (1st G r. 1992), cert.

denied, 509 U S. 923 (1993). "To establish secondary neaning, a
manuf act urer must show that, in the m nds of the public, the
primary significance of a product feature or termis to identify
the source of the product rather than the product itself."

| nood Laboratories, Inc. v. lves Laboratories, Inc., 456 U S.

844, 851 n.11, 102 S.Ct. 2182, 2187 n.11, 72 L.Ed.2d 606 (1982).
When seeking to prove secondary neaning, Central Tools faces a

rigorous, even difficult, evidentiary standard. Boston Beer Co.,

9 F.3d at 181. To determ ne whether Central Tools has net its
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burden, the Court will consider "(1) the length and manner of
[the trade dress's] use, (2) the nature and extent of advertising
and pronotion of the mark and (3) the efforts made in the
direction of pronoting a conscious connection, in the public's

m nd, between that name or mark and a particul ar product or

venture." \eeler, 814 F.2d at 816 (quoting Vol kswagenwerk AG v.

Ri ckard, 492 F.2d 474, 478 (5th GCr. 1974)). The Court may al so
i nfer secondary neaning from evidence that "the trade dress of a
product has been copied down to the smallest detail." TEC

Engi neering Corp. v. Budget Ml ders Supply, Inc., 927 F. Supp.

528, 534 (D.Mass. 1996).

The Court concludes that the evidence put forth by Central
Tool s supports a finding of acquired distinctiveness. The
guestion is a close one; Central Tools submts no direct evidence
t hat consuners associ ate the trade dress of nodels 6405, 6410,

and 6450 with its source. See, e.q. Boston Beer Co, 9 F.3d at

182-83 (consuner survey evidence deened a wel |l -recogni zed vehicle

for establishing secondary neaning); Marie-Binucci v. Adam 907

F. Supp. 29, 32 (D.Mass. 1995) (sane).?® Nevertheless, Central

8 Central Tools subnits the Declaration of Jack Manalli and
the Declaration of WlliamE Geen, IIl as evidence that the
autonotive aftermarket associated Central Tools' trade dress with
its origin. Both nen state, "It has been ny experience that the
Aut onotive Aftermarket generally associates the col or
conbi nati ons descri bed above with Central Tools." Declaration of
Jack Manalli at q 10; Declaration of WlliamE Geen, IIl at

9. Defendants nove to strike these specific paragraphs.

The proffered statenents are bald and concl usory, offering
little or no evidentiary basis for their assertions. The
decl arati ons suggest no reasons why two nmen shoul d speak for an
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Tool s adopted the trade dress of nodels 6405, 6410, and 6450 in
1982. For six years it was the sole user of the dress, during a
peri od when the conpany had attained a near-nonopoly over the
supply of tools to the autonotive aftermarket. (In 1987, just
bef ore Products Engi neering and Fow er entered the market,
Central Tools' market share was approxi mately 80 percent.)
During that time, Central Tools directed its marketing and
pronoti onal efforts al nbst exclusively at the autonotive
aftermarket, through catal og houses, retail outlets, and ot her
distributors. As dial indicator sets represented 40 to 50
percent of Central Tools' sales, the Court will infer that a
substanti al percentage of Central Tools' pronotional efforts

i nvolved dial indicator sets. These efforts also took place at a
time when Central Tools was denonstrating a desire to pronote
itself as well as its products -- the conpany's adoption of a
uniformtrade dress in 1982, after years of haphazard packagi ng,
served to tie its disparate wares to a single source, to gather
all its goods under the sane tent. Simlarly, it is logical to
infer that purchasers within the autonotive aftermarket
associated Central Tools' trade dress with its origin, if only
because of the conpany's dom nant position in the market.

Last, Central Tools has submtted evidence that when

entire industry; simlarly, the use of identical |anguage by both
men causes the Court to doubt the inpartiality, and credibility,
of the declarants. Therefore, the specific paragraphs have been
di sregarded. The notion to strike is not reached.
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Products Engi neering and Fow er began production and nmarketing of
the cognate sets, in 1988, they copied Central Tools' sets. The
i nstructional panphlets for Central Tools' nodel 6410 and the
Fow er 1" range dial indicator set contain the same awkward

t ypographi cal error, and the Fow er cognates to Central Tool s’
nodel s 6405 and 6410 have an identically shaped trapezoi dal
magnet. "[E]vidence of copying is probative, but not

determ native, of secondary neaning[,]" 2 MCarthy on Trademarks

§ 15.12[ 2], and the Court will treat it as such. But added to
the other factors, it becones conpelling. Hence, the Court finds
that the trade dress used by Central Tools on their nodels 6405,
6410, and 6450 had acquired distinctiveness by 1988, when
Products Engi neering and Fow er produced their cognate sets.

The Court also finds that Central Tools' trade dress is non-
functional. "In general terns, a product feature is functional
if it is essential to the use or purpose of the article or if it
affects the cost or quality of the article.” |nwood

Laboratories, 456 U S. at 851 n.10. An elenent of a trade dress

is non-functional if it is an arbitrary decoration intended to
di stinguish the product fromits conpetitors, unrelated to the

product's use. TEC Engineering Corp., 927 F.Supp. at 533.

Products Engi neering and Fow er, of course, contend that the
bl ue, bl ow nol ded plastic box, the black latch and the red
covering on the nmagnet are purely functional, integral to the use

and mai nt enance of the dial indicator set. However, the Court
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notes that 1) Central Tools' packaging is unrelated to the "cost
or quality" of the dial indicator sets (the conpany coul d have
used wood or cardboard boxes with foaminteriors); 2) the |ayout
of the dial indicator sets, while affected by the constraints on
space, was not dictated by the shape of the pieces; 3) the
sel ection of colors for the box, latch, and magnet cover is
unrelated to the functions served by the sets; and 4) the shape
of the magnet does not change its function, but rather
di stinguishes it fromthose used by others (e.g., the Verdict
Gage nmagnet, which is a red cylinder). No nexus exists between
Central Tools' trade dress and the uses to which purchasers put
t he nodel 6405, 6410, and 6450 sets. The Court deens Central
Tool s' trade dress to be non-functional.

The Court concludes that Central Tools' trade dress nerits
protection under 8§ 43(a) of the Lanham Act.

4. The Likelihood of Confusion Between Central Tools' and
Pr oducts Engi neering and Fowl er's Trade Dress

To inpose liability on Products Engi neering and Fow er under
t he Lanham Act, Central Tools nust denonstrate that prospective
purchasers of the parties' dial indicator sets are likely to be
confused by the parties' simlar dress. Two Pesos, 505 U. S. 769.
The First Circuit has naned eight factors that nust be eval uated
when assessing the |ikelihood of confusion:

(1) the simlarity of the marks; (2) the simlarity of

the goods; (3) the relationship between the parties

channel s of trade; (4) the relationship between the

parties' advertising; (5) the classes of prospective

purchasers; (6) evidence of actual confusion; (7) the
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defendant's intent in adopting its mark; and (8) the
strength of the plaintiff's mark.

Star Financial Services, Inc. v. Aastar Mrtage Corp., 89 F.3d

5, 10 (1st Cir. 1996); DeCosta, 981 F.2d at 606; Boston Athletic

Ass'n v. Sullivan, 867 F.2d 22, 29 (1st Gr. 1989). "None of

these factors is necessarily controlling, but all of them nust be

considered."” Star Financial Services, 89 F.3d at 10.

a. The Simlarity of the Mrks

The trade dress used by Central Tools on its nodel 6405,
6410, and 6450 dial indicator sets is nearly identical to the
trade dress adopted by defendants on their cognate sets, with one
critical exception. Central Tools and Fow er clearly |abel their
products. Central Tools applies its logo to the white cardboard
sleeve in which the set travels, to the outside of the blue box,
and on the face of the dial. Simlarly, Fow er puts the Fow er
name on the top of the plastic case and on the dial, where
purchasers will see it as they take neasurenents. The Court
considers the application of an obvious | ogo, trademark, or | abel
to weigh heavily against a finding of Iikelihood of confusion.

See Copy Cop, Inc. v. Task Printing, Inc., 908 F.Supp. 37, 45

(D. Mass. 1995) (quoting Astra Pharmaceutical Products, Inc. v.

Becknman Instrunents, Inc., 718 F.2d 1201, 1205 (1st Cr. 1983))

(use of trade nane di m nishes likelihood of confusion); Conopco,

Inc. v. May Dept. Stores Co., 46 F.3d 1556, 1568 (Fed. Cr

1994), cert. denied, 115 S. . 1724 (1995)("conspi cuous and

per manent placenment of the trademarks” of plaintiff and
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defendant, in conjunction with other factors, negates possibility

of consuner confusion); MerriamWbster, Inc. v. Random House,

Inc. 35 F.3d 65, 71 (2nd Cir. 1994), cert. denied, 115 S. C. 1252

(1995) ("conspicuous use of very different |ogos"” distinguishes

the parties' trade dresses); Bristol-Mers Squibb Co. v. MNeil -

P.P.C.. Inc., 973 F.2d 1033, 1045-46 (2nd Gir. 1992) ("[T]he

prom nence of the trade names on the two packages wei ghs heavily
agai nst a finding of consunmer confusion[.]")
b. The Simlarity of the Goods

For all intents and purposes, each of the cognate sets
produced by defendants is identical to Central Tools' nodels
6405, 6410, or 6450. This factor supports a finding of
i kel i hood of confusion.
c. The Rel ationship Between the Parties' Channels of Trade; The
Rel ati onshi p Between the Parties' Advertising; The C asses of
Prospective Purchasers®

Central Tools and Fowl er target the sane autonotive
aftermarket with their dial indicator sets; the sets are
desi gned specifically for use on autonobiles. Both conpanies
sell to other distributors in the market, although Central Tools
also sells to retail outlets and catal og houses. The firns
direct their pronotional and advertising efforts at the sane

target group of purchasers.

The sophistication of the class of prospective purchasers,

® These three factors are custonmarily anal yzed toget her.
Equi ne Technol ogies, Inc. v. Equitechnology, Inc., 68 F.3d 542,
546 n.5 (1st Cr. 1995).
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however, mlitates against a finding of consumer confusion. The
nodel 6405, 6410, and 6450 dial indicator sets are precision
measuring instrunents to be used by professionals in the
aut onotive service and repair business. Such purchasers, and the
di stributors who service them can be expected to exercise care
when buying their tools, and not to be confused easily. See
Conopco, 46 F.3d at 1568 (sophistication of purchasers wei ghs
agai nst consuner confusion).
d. The Evidence of Actual Confusion
Central Tools presents no evidence that any consuner, at the
distributor or retail level, intended to buy a Central Tools
nodel 6405, 6410, or 6450 dial indicator set and m stakenly
pur chased defendant's product because he or she confused the two
trade dresses. There were no erroneous returns of the Fow er
cognate nodels to Central Tools. Simlarly, plaintiff has not
produced consuner surveys or other evidence that would indicate
t hat confusion exists anong the purchasing public. |Instead,
Central Tools puts forth the nysterious Messrs. Green and
Manal I'i, who again parrot each other:
The manufacture and/or sale of dial indicator sets, as
descri bed above, by Defendants has confused ne
specifically and the Autonotive Aftermarket generally,
in that when | see Defendants' products, | mstakenly
bel i eve the source to be Central Tools.
Decl aration of WlliamE. Geen, IIl at § 10; Declaration of Jack

Manalli at § 11. The Court need not consider defendants' notion

to strike portions of the above quote; what G een and Manalli
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have to say is largely irrelevant to this natter. Neither
decl arant states that he, or anyone else in the "Autonotive

Aftermarket,"” ever made the m stake of buying a dial indicator
set fromFow er while believing that it was made by Centra

Tools. Thus, as evidence of actual confusion anong purchasers,

the G een and Manalli declarations are worthless. Central Tools'
inability to show actual confusion between the parties' trade
dresses, despite their use in the autonotive aftermarket from
1988 to the present, |l eans away fromthe |ikelihood of confusion.
d. The Defendant's Intent in Adopting its Mark

"Intentional copying gives rise to a strong presunption that

confusion was likely." Three Blind Mce Designs Co., Inc. v.

Cyrk, Inc., 892 F. Supp. 303, 312 (D.Mass. 1995). Products
Engi neering and Fow er clearly copied the nodel 6410
i nstructional panphlets. Their adoption of the trapezoi dal
magnets, after Snap-on asked Fowl er to procure cognate sets,
i ndicates that they copied Central Tools' instrunments as well.
The Court awards this factor to plaintiff.
e. The Strength of Plaintiff's Mark
The strength of Central Tools' trade dress is determ ned by

consideration of, inter alia, the length of time the mark has

been used; the conpany's renown in the field; the strength of the
mark wi thin the applicable market when conpared w th other,
simlar marks; and the conpany's actions to pronote and protect

its mark. Three Blind Mce, 892 F. Supp. at 312; Boston Athletic
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Ass'n, 867 F.2d at 32.

On bal ance, Central Tools' trade dress nust be considered
only noderately strong. The conmpany enjoyed exclusive use of its
trade dress from 1982 to 1988, a period when it was the dom nant
mar ket pl ayer and possessed substantial renown. However,
hundreds of other conpanies, both within the autonotive
aftermar ket and wi thout, use simlar bl ow nolded plastic
packagi ng. When conpared with the boxes used by Snap-on, Verdict
Gage, CDI and defendants, Central Tools' trade dress appears to
be the sinple ornanentation of a nmundane and unrenar kabl e
product. A blue cover, a black latch, a red trapezoi dal nmagnet -
- such elenents are neither inherently distinctive nor
i npressive. Central Tools has pronoted itself and its products
t hrough the use of uniform packagi ng; yet the conpany appears to
have nmade little effort to protect its trade dress during the
early years of defendants' alleged infringenent.

The Court considers the noderate strength of Central Tool s’
trade dress to be a neutral, or a slightly pro-plaintiff, factor

in the |ikelihood of confusion cal cul us.

f. Concl usion

Weighing all the factors, the Court concludes that there is
no |ikelihood of confusion between the trade dress used by
Central Tools on its nodel 6405, 6410, and 6450 sets, and that

used by defendants on their cognate products. The fact that
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Fow er clearly |abels the sets manufactured by Products

Engi neering, together with the absence of evidence of actual
confusion, defeats the strength of the mark and the presunption
rai sed by defendants' copying. |In turn, the sophistication of
t he consuners cancels out the simlarity of the goods -- the
purchasers can be expected to know their tools. The conpeting
di al indicator sets have been in the market for eight years,

wi t hout anyone ever show ng confusion over their origins.

As the Court finds no likelihood of confusion, the
defendants are not |iable under 8§ 43(a) of the Lanham Act.
Summary judgnent is granted to defendants on Count 1.

B. Counts Il, Il & 1V: Clains Under New York Law

Central Tools, Products Engi neering, and Fow er agree that
the state |l aw cl ai ns brought pursuant to N. Y. Gen. Bus. Law 88§
349 and 368-d and the common |aw "stand or fall, along with the
Lanham Act claim™ Mem in Support of Pl. Cross Mtion for
Summary Judgnent at 38; Mem in Support of Def. Mbdtion for
Summary Judgnent at 33. The Court finds that defendants are not
liable to Central Tools under the Lanham Act, and therefore
concl udes that Products Engi neering and Fow er escape liability
under New York state law as well. Summary judgnent is granted to
t he defendants on Counts IIl, IIl and IV of the Conplaint.

C. Count V: The Sherman Act C aim
Count V of the Conplaint alleges that Products Engi neering

and Fowl er conspired in restraint of trade, thus violating 8 1 of
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the Sherman Act, 15 U.S.C. 81 (1990). Central Tools subsequently
informed the Court that it intended to withdraw its Shernman Act
claim Mem in Support of PI. Cross Motion for Summary Judgnent
at 38, but no order to that effect was presented to the Court.
The Court takes Central Tools at its word and di sm sses Count V
of the Conpl aint.
| V. Concl usion

For the foregoing reasons, defendants' notion for sumary
judgnment on Counts I, Il, Ill and IV of the Conplaint is granted,
and plaintiff's cross notion for summary judgnent is denied.
Count V is hereby dism ssed. The Court does not reach
defendants' notion to strike. The Cerk shall enter judgnent for
def endants forthw th.

It is so ordered.

Ronal d R Lagueux
Chi ef Judge
August , 1996
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